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DETAILED ACTION 



Claim Rejections - 35 USC § 103 
1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



2. Claims 1-6, 9-16, and 18-24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent No. 5,870,089 issued to Fabbio et al. (hereafter Fabbio '089) in view of U.S. 
Patent No. 5,03 1,214 issued to Dziewit et al. (hereafter Dziewit '214) and in further view of the 
web page, wwwJega|siarxom as archived by the WAYBACK MACFHNE (TM) 
(www.archive.org) on April 21, 1999 (hereafter LegalStar '99). 
Claim 1: 

Regarding Claim 1, Fabbio '089 discloses a means of distributing a package of electronic 
documents. Specifically, Fabbio '089 discloses: a computer-implemented method comprising: 

- storing a plurality of alterable electronic documents on a computer system (Fabbio 
'089: col. 2, Ins. 56-65); and 

- generating a first signal indicating that one or more of the electronic documents are to 
be filed (Fabbio '089: col. 6, Ins. 6-8 - Examiner notes that Fabbio '089 supports 
notifications in general as a package attribute which reads on a first signal indicating 
electronic documents are to be filed). 
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However, Fabbio '089 does not explicitly disclose: 

automatically locking the one or more electronic document into a non-editable form; 

- the electronic documents are associated with a patent application; 

- or that the filing of the electronic documents is with a patent office. 

Dziewit '214 discloses an authentication and locking means for electronic documents in 
transmission. Specifically, Dziewit '214 discloses: a computer-implemented method of 
controlling document edits (Dziewit '214: Abstract - note that locking a document such that no 
modification can occur, reads on controlling document edits) including: 

- automatically locking the one or more electronic document into a non-editable form 
(Dziewit '214: col. 14, Ins. 26-32; col. 14, Ins. 51-55). 

However, Dziewit '214 does not disclose that the electronic documents are associated with a 
patent application; or that the filing of the electronic documents is with a patent office. 

LegalStar '99 discloses electronic forms used in conjunction with filing patents with the 
U.S. Patent and Trademark Office (LegalStar '99: Note the document titled, "IP LegalForm 
Patent (TM)"). 

It would have been obvious to a person having ordinary skill in the art to apply the 
electronic document locking means of Dziewit '214 to the electronic document package 
distribution means of Fabbio '089. The motivation to combine is suggested by Dziewit '214 
which discloses that use of the electronic document locking means of Dziewit '214 provides the 
advantage of guaranteeing the "legal document authentication and authenticity requirements 
traditionally associated with printed documents" (Dziewit '214: col. 3, Ins. 14-22) such as with 
documents in the electronic document package means of Fabbio '089. 
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It would have been further obvious to a person having ordinary skill in the art to apply 
the Fabbio '089 and Dziewit '214 combination for electronic filing of patent documents as per 
LegalStar '99. The motivation to combine is suggested by Dziewit '214 which discloses that use 
of Fabbio '089 and Dziewit '214 in combination provide the advantage of rendering electronic 
documents such as that of LegalStar '99 the degree of trust associated with paper documents, 
thus providing for the automation of the patent application process (Dziewit '214: col. 1, In. 60 
to col. 2, In. 2). 
Claims 2-5, 9, and 11: 

Regarding Claims 2-5, 9, and 11, Fabbio '089, Dziewit '214, and LegalStar '99 in 
combination disclose all the limitations of Claim 1 (supra). Additionally, Fabbio '089, Dziewit 
'214, and LegalStar '99 in combination disclose: 

(Claim 2) further comprising storing the one or more electronic documents in a 
package prior to generating the first signal (Fabbio '089: col. 5, Ins. 25-38; col. 2, 
Ins. 60-62 - note that "one or more pieces of information" reads on one or more 
electronic documents - also see Dziewit '214: col. 1, Ins. 33-60 which outline a 
generic paper transaction to be automated by Dziewit '214). 
(Claim 3) further comprising performing a manual verification of the locked 
electronic documents prior to filing the documents in the patent office (Dziewit '214: 
col. 10, Ins. 1-12 - note that individual document editing, which reads on a manual 
verification of an electronic document, is prior to the communications step described 
in col. 10, Ins. 15-58). 
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(Claim 4) further comprising electronically transmitting the electronic documents to 
the patent office (Fabbio '089: col. 3, Ins. 4-23 - note that Fabbio '089 supports 
forwarding an electronic document package to an arbitrary destination, and explicitly 
supports targeting a mail queue that will electronically transmit the electronic 
documents - also see Dziewit '214: col. 1, Ins. 33-60 which outline a generic paper 
transaction to be automated by Dziewit '214). 

(Claim 5) further comprising generating a first lock signal in response to the first 
signal, and in accordance therewith, automatically locking the one or more electronic 
documents (Fabbio '089: col. 6, Ins. 6-8; Dziewit '214: col. 14, Ins. 26-32; col. 14, 
Ins. 51-55 - Fabbio '089 supports notifications in general as a package attribute 
which reads on a first signal; and combined with Dziewit '214's support of locking 
reads on locking an electronic document in response to a first signal - also see 
Dziewit '214: col. 1, Ins. 33-60 which outline a generic paper transaction to be 
automated by Dziewit '214). 

(Claim 9) further comprising generating a second signal indicating that the one or 
more of the electronic documents are final draft documents (Fabbio '089: col. 6, Ins. 
6-8 - Examiner notes that Fabbio '089 supports notifications in general as a package 
attribute which reads on a first signal indicating that the electronic documents are 
final drafts - also see Dziewit '214: col. 1, Ins. 33-60 which outline a generic paper 
transaction to be automated by Dziewit '214). 
- (Claim 1 1) wherein the electronic documents include a provisional patent application 
specification, non-provisional patent application specification, response to an office 
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action, inventor declaration, assignment, power of attorney, or patent drawings 
(LegalStar '99: Note the document titled, "IP LegalForm Patent (TM)"). 

Claim 6: 

Regarding Claim 6, Fabbio '089, Dziewit '214, and LegalStar '99 in combination 
disclose all the limitations of Claim 5 (supra). Additionally, Fabbio '089, Dziewit '214, and 
LegalStar '99 in combination disclose wherein the automatically locking includes automatically 
converting the one or more electronic documents from a first document type to a locked image 
file (Fabbio: '089: col. 12, Ins. 19-23; Dziewit '214: col. 14, Ins. 26-32; col. 14, Ins. 51-55). 
Claim 10: 

Regarding Claim 10, Fabbio '089, Dziewit '214, and LegalStar '99 in combination 
disclose all the limitations of Claim 9 (supra). Additionally, Fabbio '089, Dziewit '214, and 
LegalStar '99 in combination disclose: wherein each electronic document has a native format 
type, the method further comprising generating a first lock signal in response to the second 
signal, and in accordance therewith, automatically locking the one or more electronic documents 
in their native format types, and generating a second lock signal in response to the first signal, 
and in accordance therewith, automatically converting the one or more electronic documents 
from their native format types to locked image files (Fabbio '089: col. 6, Ins. 6-8; Dziewit '214: 
col. 14, Ins. 26-32; col. 14, Ins. 51-55 - Fabbio '089 supports notifications in general as a 
package attribute which reads on a first signal in response to a second signal and a second lock 
signal in response to a first signal; and combined with Dziewit '214's support of locking reads on 
locking an electronic document in response to a first signal - also see Dziewit '214: col. 1, Ins. 
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33-60 which outline a generic paper transaction to be automated by Dziewit '214). 
Claim 12: 

Regarding Claim 12, Fabbio '089 discloses a means of distributing a package of 
electronic documents. Specifically, Fabbio '089 discloses: a computer-implemented method 
comprising: 

storing a plurality of alterable electronic documents on a computer system, the 
plurality of electronic documents (Fabbio '089: col. 2, Ins. 56-65); and 
creating a package including one or more of the electronic documents (Fabbio '089: 
col. 5, Ins. 25-38; col. 2, Ins. 60-62 - note that "one or more pieces of information" 
reads on one or more electronic documents), the package being displayed in a first 
folder of a graphical user interface (Fabbio '089: col. 3, In. 58 to col. 4, In. 12; col. 8, 
In. 56 to col. 9, In. 24). 
However, Fabbio '089 does not explicitly disclose: 

automatically locking down the one or more electronic documents in the package 
when a user transmits a first signal indicating that the package has been transferred 
from a first phase to a second phase; or 
- the electronic documents are associated with a patent application. 
Dziewit '214 discloses an authentication and locking means for electronic documents in 
transmission. Specifically, Dziewit '214 discloses: a computer-implemented method of 
controlling document edits (Dziewit '214: Abstract - note that locking a document such that no 
modification can occur, reads on controlling document edits) comprising: automatically locking 
down the one or more electronic documents in the package when a user transmits a first signal 
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indicating that the package has been transferred from a first phase to a second phase (Dziewit 
'214: col. 14, Ins. 26-32; col. 14, Ins. 51-55). However, Dziewit '214 does not disclose that the 
electronic documents are associated with a patent application 

Legal Star '99 discloses electronic forms used in conjunction with filing patents with the 
U.S. Patent and Trademark Office (LegalStar '99: Note the document titled, "IP LegalForm 
Patent (TM)"). 

It would have been obvious to a person having ordinary skill in the art to combine the method of 
Dziewit '214 with the method of Fabbio '089. The motivation to combine is on the same basis 
as Claim 1 (supra). 

It would have been further obvious to a person having ordinary skill in the art to combine 

the method of Fabbio '089 and Dziewit '214 in combination with the LegalStar '99 disclosure. 

The motivation to combine is on the same basis as Claim 1 (supra). 

Claims 13-16 and 18-19: 

Regarding Claims 13-16 and 18-19, Fabbio '089, Dziewit '214, and LegalStar '99 in 

combination disclose all the limitations of Claim 12 (supra). Additionally, Fabbio '089, Dziewit 

'214, and LegalStar '99 in combination disclose: 

(Claim 13) wherein the first phase is a final draft phase and the second phase is a 
ready to file phase (Fabbio '089: col. 6, Ins. 6-8; Dziewit '214: col. 1, Ins. 33-59 - 
note that Fabbio '089 supports notifications in general as a package attribute which 
applies to an arbitrary business process as described by Dziewit '214 - this reads on 
the first phase is a final draft phase and the second phase is a ready to file phase); 
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- (Claim 14) wherein the first phase is a final draft phase and the second phase is a filed 
phase (Fabbio '089: col. 6, Ins. 6-8; Dziewit '214: col. 1, Ins. 33-59 - note that 
Fabbio '089 supports notifications in general as a package attribute which applies to 
an arbitrary business process as described by Dziewit '214 - this reads on the first 
phase is a final draft phase and the second phase is a filed phase); 

- (Claim 1 5) wherein the first phase is a filed phase and the second phase is a 
transmitted phase (Fabbio '089: col. 6, Ins. 6-8; Dziewit '214: col. 1, Ins. 33-59 - 
note that Fabbio '089 supports notifications in general as a package attribute which 
applies to an arbitrary business process as described by Dziewit '214 - this reads on 
first phase is a filed phase and the second phase is a transmitted phase); 

(Claim 16) wherein automatically locking includes automatically converting the one 
or more electronic documents from a first document type to a locked image file 
(Fabbio: '089: col. 12, Ins. 19-23; Dziewit '214: col. 14, Ins. 26-32; col. 14, Ins. 51- 
55); 

(Claim 1 8) wherein the each electronic document has a native format type, the 
method further comprising generating a first lock signal in response to the first signal, 
and in accordance therewith, automatically locking the one or more electronic 
documents in their native format types, and generating a second lock signal in 
response to a second signal indicating the package has been transferred from the 
second phase to a third phase (Fabbio '089: col. 6, Ins. 6-8; Dziewit '214: col. 1, Ins. 
33-59 - note that Fabbio '089 supports notifications in general as a package attribute 
which applies to an arbitrary business process as described by Dziewit '214), and in 
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accordance therewith, automatically converting the one or more electronic documents 
from their native format types to locked image files (Fabbio: '089: col. 12, Ins. 19- 
23; Dziewit '214: col. 14, Ins. 26-32; col. 14, Ins. 51-55); 

- (Claim 19) wherein the electronic documents include a provisional patent application 
specification, non-provisional patent application specification, response to an office 
action, inventor declaration, assignment, power of attorney, or patent drawings 
(LegalStar '99: Note the document titled, "IP LegalForm Patent (TM)"). 

Claim 20: 

Regarding Claim 20 Fabbio '089 discloses a means of distributing a package of 
electronic documents. Specifically, Fabbio '089 discloses: 

storing a plurality of electronic documents on a computer system, each electronic 
document having a native format type (Fabbio '089: col. 2, Ins. 56-65); 

- creating a package including one or more of the electronic documents (Fabbio '089; 
col. 5, Ins. 25-38; col. 2, Ins. 60-62 - note that "one or more pieces of information" 
reads on one or more electronic documents); 

- generating a first signal indicating that the package is ready to be filed (Fabbio '089: 
col. 6, Ins. 6-8 - Examiner notes that Fabbio '089 supports notifications in general as 
a package attribute which reads on a first signal indicating electronic documents are 
to be filed); and 

automatically transforming the one or more electronic documents from its native 
format types into a format type that is viewable as it will be printed (Fabbio: '089: 
col. 12, Ins. 19-23). 
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However, Fabbio '089 does not explicitly disclose: 

- displaying the transformed one or more electronic documents to a remote user; or 

- that the filing is in a patent office. 

Dziewit '214 discloses an authentication and locking means for electronic documents in 
transmission. Specifically, Dziewit '214 discloses: a computer-implemented method of 
controlling document edits (Dziewit '214: Abstract - note that locking a document such that no 
modification can occur, reads on controlling document edits) comprising displaying the 
transformed one or more electronic documents to a remote user. 
However, Dziewit '214 does not explicitly disclose that the filing is in a patent office. 

LegalStar '99 discloses electronic forms used in conjunction with filing patents with the 
U.S. Patent and Trademark Office (LegalStar '99: Note the document titled, "IP LegalForm 
Patent (TM)"). 

It would have been obvious to a person having ordinary skill in the art to combine the 
method of Dziewit '214 with the method of Fabbio '089. The motivation to combine is on the 
same basis as Claim 1 (supra). 

It would have been further obvious to a person having ordinary skill in the art to combine 
the method of Fabbio '089 and Dziewit '214 in combination with the LegalStar '99 disclosure. 
The motivation to combine is on the same basis as Claim 1 (supra). Note the automation of the 
patent filing process as described in the motivation to combine in Claim 1 (supra) suggests that 
the filing is with a patent office. 
Claims 21-22: 
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Regarding Claims 21-22, Fabbio '089, Dziewit '214, and LegalStar '99 in combination 
disclose all the limitations of Claim 20 (supra). Additionally, Fabbio '089, Dziewit '214, and 
LegalStar '99 in combination disclose: 

(Claim 21) further comprising locking the transformed one or more documents 

(Dziewit '214: col. 14, Ins. 26-32; col. 14, Ins. 51-55); 

(Claim 22) further comprising generating a signal indicating that the package can be 
filed (Fabbio '089: col. 6, Ins. 6-8 - Examiner notes that Fabbio '089 supports 
notifications in general as a package attribute which reads on a first signal indicating 
that the package can be filed). 

Claim 23: 

Regarding Claim 23, Fabbio '089, Dziewit '214, and LegalStar '99 in combination 
disclose all the limitations of Claim 22 (supra). Additionally, Fabbio '089, Dziewit '214, and 
LegalStar '99 in combination disclose: further comprising entering the package into an outgoing 
mail queue (Fabbio '089: col. 3, Ins. 9-23 - note that targeting an email address for an output for 
a package reads on targeting an outgoing mail queue). 
Claim 24: 

Regarding Claim 24, Fabbio '089, Dziewit '214, and LegalStar '99 in combination 
disclose all the limitations of Claim 23. Additionally, Fabbio '089, Dziewit '214, and LegalStar 
'99 in combination disclose further comprising electronically filing the package in a patent office 
(Dziewit '214: col. 1, Ins. 32-59 - note that Dziewit '214 provides for the automation of an 
arbitrary business process, including electronic filing. Taken in combination with Fabbio '089, 
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and LegalStar '99, this suggests automating the patent filing process which includes 
electronically filing the package in a patent office) . 

3. Claims 7 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Fabbio 
'089, Dziewit '214, and LegalStar '99 in combination in view of the publication, "Design, 
Implementation, and Evaluation of a Revision Control System" by Tichy, published 1982 
(hereafter Tichy '82). 
Claims 7 and 17: 

Regarding Claims 7 and 17, Fabbio '089, Dziewit '214, and LegalStar '99 in combination 
disclose all the limitations of Claim 6 and 16 (supra). However, Fabbio '089, Dziewit '214, and 
LegalStar '99 in combination do not explicitly disclose: further comprising displaying the locked 
image files in a file history portion of a graphical user interface. 

Tichy '82 discloses a revision control system. Specifically, Tichy '82 discloses: further 
comprising displaying the locked image files in a file history portion of a graphical user interface 
(Tichy '82: pp. 61-62, section 2.3 - note the file history capability). 

It would have been obvious to a person having ordinary skill in the art to combine the file 
history of Tichy '82 to the Fabbio '089, Dziewit '214, and LegalStar '99 combination. The 
motivation to combine is suggested by Tichy '82 which discloses the advantage of providing 
maintainable tracking of changes in a set of documents undergoing constant modification such as 
that of the Fabbio '089, Dziewit '214, and LegalStar '99 combination (Tichy '82: p. 58, section 

!)• 
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4. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fabbio '089, 
Dziewit '214, and LegalStar '99 in combination in view of the web site www, ad obe , corn as 
archived by the WAYBACK MACHINE (TM) ( www.archive.org ) on January 25, 1999 
(hereafter Adobe '99). 

Claim 8: 

Regarding Claim 8, Fabbio '089, Dziewit '214, and LegalStar '99 in combination 
disclose all the limitations of Claim 5 (supra). However, Fabbio '089, Dziewit '214, and 
LegalStar '99 in combination do not explicitly disclose: wherein the locked image file is a locked 
.pdffile. 

Adobe '99 discloses .pdf locking. Specifically, Adobe '99 discloses: wherein the locked 
image file is a locked .pdf file. 

It would have been obvious to a person having ordinary skill in the art to substitute the 
locked .pdf file of Adobe '99 for the locked image file of the Fabbio '089, Dziewit '214, and 
LegalStar '99 combination. The motivation to combine is suggested by Adobe '99 which 
discloses the advantage of providing protection during distribution to legal documents such as 
the patent documents in the Fabbio '089, Dziewit '214, and LegalStar '99 combination (Adobe 
'99: p. 1 of 3, section titled, "Protect documents with security controls"). 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrick J.D. Santos whose telephone number is 703-305-0707. 
The examiner can normally be reached on M-F 8:00-4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Safet Metjahic can be reached on 703-308-1436. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Patrick J.D. Santos 
August 2, 2004 




